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IP Groups Urge En Banc Review Of Joint Infringement Rule 

By Ryan Davis 

Law360, New York (June 29, 2015, 7:14 PM ET) -- Two major intellectual property groups have urged the 
full Federal Circuit to reconsider a panel decision involvingAkamai Technologies Inc. that multiple parties 
can be held jointly liable for patent infringement only in rare situations, saying it makes many patents 
nearly impossible to enforce. 
 
The Intellectual Property Owners Association and the American Intellectual Property Law 
Association filed separate amicus briefs supporting Akamai's petition for en banc review of split panel 
decision from May that found Limelight Networks Inc. didn't infringe an Akamai Web content patent. 
 
The panel held that if the steps of a patent are performed by more than one party, there is no liability 
for direct infringement unless the parties are acting as a single entity, such as through a contractual 
relationship or joint enterprise. 
 
The court found that Limelight didn't infringe because it performed some steps of Akamai's patent and 
its customers performed the rest, but the IP groups said the rule used by the panel is too inflexible, and 
noted that the U.S. Supreme Court has often found that rigid rules set by the Federal Circuit are 
improper. 
 
The IPO said that the ruling must be reviewed because it will deprive many patent owners of any 
effective remedy for infringement and "will substantially devalue method patents and upset the long-
standing expectations of method patent owners and investors." 
 
"If left intact, IPO believes that the panel's decision would create an incentive for potential infringers to 
evade liability simply by performing a subset of the required steps in a patented process and directing 
others to perform the rest, but stopping just short of establishing the type of formal agency or 
contractual relationship required by the panel opinion," the group said. 
 
The group said the en banc court should instead rule that direct infringement requires conduct that is 
the sole responsibility of a single actor, either because it performed the steps itself or acted as a 
"mastermind," directing or controlling the actions of others. The panel's decision that there can be 
liability only if there is a formal relationship between the parties performing the steps is "overly 
restrictive," IPO said. 
 
The AIPLA made a similar argument in its brief, saying that the panel's decision "is at odds with the plain 
language of the Patent Act; continues conflicts and tensions with long-standing common law concepts of 
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joint tortfeasor liability; and creates a 'gaping loophole in infringement liability,'" quoting the last phrase 
from a dissent in the panel decision. 
 
It is often not possible to write a patent so that it can only be performed by a single actor, but patents 
infringed by multiple actors working together are no less deserving of legal protection, the AIPLA said. 
 
The panel's rule, "permits ready evasion of valid method claims with no apparent countervailing benefits 
and the development of business models designed to misappropriate the patented methods of others," 
the group said. 
 
The long-running dispute between Akamai and Limelight has already been before the Supreme Court 
and the Federal Circuit en banc. 
 
Akamai won a $45.5 million jury verdict against Limelight in 2006, but soon after the Federal Circuit 
issued a decision known as Muniauction, which set the rule that direct infringement requires that all the 
steps of a patent be performed by a single party or multiple parties with a formal relationship. 
 
The district court judge therefore granted Limelight judgment as a matter of law that it couldn't infringe 
under the Muniauction rule, and the Federal Circuit affirmed. The appeals court then took the case en 
banc to reconsider Muniauction, but never did so. 
 
Instead, the court created a new theory in 2012 under which it held that Limelight could be liable for 
induced infringement, but not direct infringement. The Supreme Courtreversed that ruling last June and 
suggested that the Federal Circuit should address joint infringement on remand. 
 
On remand, the panel said it was bound by Muniauction to find that Limelight didn't infringe, leading 
Akamai to call for en banc review again to finally address the issue. 
 
The AIPLA is represented by executive director Lisa Jorgensen, and Jeffrey I.D. Lewis and Kristin Whidby 
of Fried Frank Harris Shriver & Jacobson LLP. 
 
The IPO is represented by the group's president Philip Johnson and amicus brief committee chairman 
Kevin Rhodes, chief IP counsel at 3M Co., along with Paul Berghoff ofMcDonnell Boehnen Hulbert & 
Berghoff LLP. 
 
Akamai is represented by Seth P. Waxman, Thomas G. Saunders, Thomas G. Sprankling, Mark C. Fleming, 
Lauren B. Fletcher, Brook Hopkins and Eric F. Fletcher ofWilmerHale, Donald R. Dunner, Jennifer Swan 
and Elizabeth Ferrill of Finnegan Henderson Farabow Garrett & Dunner LLP, Robert S. Frank Jr. and 
Carlos Perez-Albuerne ofChoate Hall & Stewart LLP and David H. Judson of the Law Office of David H. 
Judson. 
 
Limelight is represented by Aaron M. Panner, John Christopher Rozendaal and Michael E. Joffre 
of Kellogg Huber Hansen Todd Evans & Figel PLLC, Alexander F. MacKinnon ofKirkland & Ellis LLP and in-
house counsel Dion Messer. 
 
The case is Akamai Technologies Inc. et al. v. Limelight Networks Inc., case number 09-1372, in the U.S. 
Court of Appeals for the Federal Circuit. 
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